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DETAILED ACTION 



Terminal Disclaimer 



1 . The terminal disclaimer filed on 4/19/04 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of 
Application Number 09/620,957 has been reviewed and is accepted. The terminal 
disclaimer has been recorded. 



2. The corrected or substitute specification was received on 4/19/04. The 
specification is acceptable. 

Response to Amendment 

3. Applicant's amendment was received on 4/9/04, and has been entered and made 
of record. Currently, claims 1-25 are pending. 



4. Applicant's arguments, see Paper No. 5, filed 4/19/04, with respect to the Double 
Patenting rejection of claims 1-20 have been fully considered and are persuasive. The 
Double Patenting rejection of claims 1-20 has been withdrawn. 



Specification 



Response to Arguments 



Applicant's arguments, regarding claim rejections under 35 USC 102 & 103, filed 
on 4/9/04 have been fully considered but they are not persuasive. 
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5. In response to applicant's argument regarding the rejection of independent 
claims 1 , 8 and 14, the applicant explains that references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., "form" 
is an image that occurs more than once in a document on page 1 of the specification) 
are not recited in the rejected claims and thus the Office interprets the "form" as either 
an image or a text data. Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Applicant states that Gauthier fails to teach a method for processing images that 
occur more than once in a document. Again, this limitation is not recited in the rejected 
claims and thus the applicant is arguing something that is not disclosed in the claim. 
Additionally, referring to figs 5, 6 and 8 of Gauthier, Gauthier teaches that the form can 
be occurred more than once in a document (80e & 80I in fig. 6). 

Applicant states that Gauthier fails to teach a step of responding to an indicator 
indicating permission is granted to print each instance of the form from the same video 
data. The Examiner respectfully disagrees. Since Gauthier teaches a step of 
interpreting PDL specification having both static and dynamic data, the interpreter 
inherently knows that command is given to use the same video data. Again refer to 80e 
& 80I in fig. 6. 

6. Therefore, the rejections of claims 1-20, as cited in the Office Action dated 4/9/04 
are maintained and repeated in this Office action. 
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Claim Objections 



7. Claim 3 is objected to because of the following informalities: perhaps "a second 
algorithm" should be "a second printing algorithm." 

8. Claim 14 is objected to because of the following informalities: perhaps "a first 
plurality of commands" and "first document" should be used. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

9. Claims 2-4 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Claims 2-4 recite second and third means which 
are not disclosed in the specification. The specification only discloses a control unit 350 
which the Office interprets as the first means already recited in claim 1 . 
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Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1-4, 8-10 and 21-25 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Gauthier et al. U.S. Patent No. 6,243,172 (hereinafter Gauthier). 
10. With respect to claim 1 , Gauthier discloses a printer (high-speed printing system 
in fig. 1), comprising: 

an I/O port capable of receiving a plurality of commands describing a document 
(job ticket 12 in conjunction with PDL files 14 and 15), the commands including both a 
named sequence describing a form (PDL files) and an indicator (commands sent from 
operator control system 20 of col. 5, lines 14-16); 

first means for responding to the indicator indicating permission is granted to 
print each instance of the form (col. 5, lines 35-41 ) from the same video data (variable 
data), by processing and printing the named sequence according to a first printing 
algorithm (col. 6, lines 7-32). 

The Office has interpreted accessing a copy 27' of the display list of the sub- 
template corresponding to the place holder and then merging the rendering commands 
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from the display list of the sub-template 27' with the merged display list 30 in col. 6, 
lines 17-22, as the applicant's claimed first printing algorithm. 

Furthermore, Gauthier teaches that the PDL command files are PostScript 
specifications created by an applicant program (col. 5, lines 24-27). Therefore, it is 
inherent that the printer has an I/O port to receive the files. 

1 1 . With respect to claim 2, Gauthier discloses a printer, further comprising: 
second means for responding to the indicator indicating each instance of the 

form is to be printed from new video data (variable data), by processing and printing the 
named sequence according to a second printing algorithm (col. 6, lines 7-32). 

In a case when a place holder is not detected, the reference teaches that the 
printer takes other method or algorithm than the first printing algorithm discussed in 
rejection for claim 1 . The office has read the other algorithm as a second algorithm. 

12. With respect to claim 3, Gauthier discloses a printer, further comprising: 
second means for responding to the indicator indicating that the form is a fixed 

form (static data), by processing and printing the named sequence according to a 
second printing algorithm (col. 7, lines 7-15). 

13. With respect to claim 4, Gauthier discloses a printer, further comprising: 
third means for responding to the indicator indicating that the form is a 

background image (display list), by applying a third printing algorithm to process and 
print the named sequence (col. 5, line 65 - col. 6, line 6). 

14. With respect to claim 8, Gauthier teaches a method of processing and printing a 
named sequence describing a form, comprising: 
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receiving the named sequence (PDL files 14 and 15) and an associated 
parameter (job ticket 12 in col. 5, lines 7-15); 

responding to the parameter being set to a first value, indicating permission is 
granted to print each instance of the form (col. 5, lines 34-41) from the same video data 
(variable data), by converting the named sequence into video data (graphic state) and 
then using the video data to print each instance of the form (col. 5, lines 45-51). 

Note that Gauthier et al. calls raster image (converted video data) as graphic 
attributes (col. 1 , lines 57). Furthermore, these bitmap will be printed on a hard copy or 
copies of documents (col. 1 , lines 26-31 ). 

The Office has interpreted accessing a copy 27' of the display list of the sub- 
template corresponding to the place holder and then merging the rendering commands 
from the display list of the sub-template 27' with the merged display list 30 in col. 6, 
lines 17-22, as the applicant's claimed first printing method disclosed in claim 8. 
15. With respect to claim 9, Gauthier teaches a method of processing and printing a 
named sequence describing a form, further comprising: 

responding to the parameter being set to a second value, indicating that each 
instance of the form is to be printed from new video data (variable data), by generating 
new video data to print each instance of the form (col. 6, lines 7-32). 

In a case when a place holder is not detected, the reference teaches that the 
printer takes other method or algorithm than the first printing method discussed in 
rejection for claim 8. The office has read the other method as a second printing method 
disclosed in claim 9. 
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16. With respect to claim 10, Gauthier teaches a method of processing and printing a 
named sequence describing a form, further comprising: 

responding to the parameter being set to a second value, indicating each 
instance of the form is to be printed from new video data (variable data), by converting 
the named sequence into display list data (graphic state) and then using the display list 
data to print each instance of the form (col. 6, lines 7-32). 

Note that Gauthier calls raster image (converted video data) as graphic attributes 
(col. 1 , lines 57). Furthermore, these bitmap will be printed on a hard copy or copies of 
documents (col. 1, lines 26-31). 

In a case when a place holder is not detected, the reference teaches that the 
printer takes other method or algorithm than the first printing method discussed in 
rejection for claim 8. The office has read the other method as a second printing method 
disclosed in claim 9. 

1 7. With respect to claim 21 , Gauthier discloses the printer of claim 1 , further 
comprising: 

second means for responding to the indicator indicating each instance of the 
form is to be printed from new video data (variable data) or for responding to the 
indicator indicating that the form is a fixed form (static data), by processing and printing 
the named sequence according to a second printing algorithm (col. 7, lines 7-15). 

18. With respect to claim 22, Gauthier discloses a printer, comprising: 

an input/output port for receiving PDL print commands Gob ticket 12 in 
conjunction with PDL files 14 and 15); 
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a control unit (the control task 22) operatively connected to the input/output port; 

a print engine (print engine 36) operatively connected to the control unit; and 

the control unit configured to respond to PDL print commands that include a 
named sequence describing a form and an indicator (commands sent from operator 
control system 20 of col. 5, lines 14-16) by (1) if the indicator indicates permission is 
granted to print each instance of the form (col. 5, lines 35-41 ) from the same video data 
(variable data), processing the named sequence according to a first printing algorithm 
(col. 6, lines 7-32), (2) if the indicator indicates each instance of the form is to be printed 
from new video data (variable data), processing the named sequence according to a 
second printing algorithm (col. 6, lines 7-32), (3) if the indicator indicates the form is a 
fixed form (static data), processing the named sequence according to the second 
algorithm (col. 7, lines 7-15), or (4) if the indicator indicates the form is a background 
(display list) image, processing the named sequence according to a third algorithm (col. 
5, line 65 - col. 6, line 6). 

The Office has interpreted accessing a copy 27' of the display list of the sub- 
template corresponding to the place holder and then merging the rendering commands 
from the display list of the sub-template 27' with the merged display list 30 in col. 6, 
lines 17-22, as the applicant's claimed first printing algorithm. 

Furthermore, Gauthier teaches that the PDL command files are PostScript 
specifications created by an applicant program (col. 5, lines 24-27). Therefore, it is 
inherent that the printer has an I/O port to receive the files. 
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In a case when a place holder is not detected, the reference teaches that the 
printer takes other method or algorithm than the first printing algorithm. The office has 
read the other algorithm as a second algorithm. 

19. With respect to claim 23, arguments analogous to those presented for claim 22, 
are applicable. 

20. With respect to claim 24, arguments analogous to those presented for claim 22, 
are applicable. The PDL files have specific commands as to which files will be reused 
(static and dynamic in col. 5, line 42 - col. 6, line 6). 

21 . With respect to claim 25, arguments analogous to those presented for claim 22, 
are applicable. 

Claims 1-21 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Vidyanand U.S. Patent No. 6,330071. 

22. With respect to claim 1 , Vidyanand discloses a printer (printer 603), comprising: 
an I/O port capable of receiving a plurality of commands describing a document 

(print job 602), the commands including both a named sequence describing a form and 
an indicator (fig. 6); 

first means for responding to the indicator indicating permission is granted to 
print each instance of the form from the same video data (master data 803), by 
processing and printing the named sequence according to a first printing algorithm (col. 
4, lines 48-56). 
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Additionally, referring to fig. 10, each variable page has indicator indicating 
corresponding master page. Thus, Examiner interprets the indicator as an authorization 
code for permitting the access to the master page. 

23. With respect to claim 2, Vidyanand discloses a printer, further comprising: 
second means for responding to the indicator indicating each instance of the 

form is to be printed from new video data (variable data 802), by processing and printing 
the named sequence according to a second printing algorithm (col. 4, lines 53-55). 

24. With respect to claim 3, Vidyanand discloses a printer, further comprising: 
second means for responding to the indicator indicating that the form is a fixed 

form (watermark, background, or business form), by processing and printing the named 
sequence according to a second printing algorithm (col. 4, lines 7-13). 

Note that the term "fixed" can be interpreted in many different ways. Since 
watermark, background, and business form are "fixed" in the image as to other variable 
data, the Office believes that Vidyanand teaches this particular limitation. Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. 
Cir. 1993). 

25. With respect to claim 4, Vidyanand discloses a printer, further comprising: 
third means for responding to the indicator indicating that the form is a 

background image, by applying a third printing algorithm to process and print the named 
sequence (col. 4, lines 7-9 & col. 5, lines 5-7). 
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26. With respect to claim 5 ( Vidyanand discloses the printer of claim 1 , wherein the 
plurality of commands are received from a computer externally connected to the I/O port 
(fig- 6). 

27. With respect to claim 6, Vidyanand discloses the printer of claim 5, wherein the 
indicator is generated by the computer (col. 4, lines 41-42). 

28. With respect to claim 7, Vidyanand discloses the printer of claim 4, wherein the 
plurality of commands are received from a source externally connected to the printer 
(col. 4, lines 41-42 & fig. 6). 

29. With respect to claim 8, Vidyanand discloses a method of processing and printing 
a named sequence describing a form, comprising: 

receiving the named sequence and an associated parameter (col. 4, lines 41-47); 

responding to the parameter being set to a first value, indicating permission is 
granted to print each instance of the form from the same video data (master data 803), 
by converting the named sequence into video data and then using the video data to 
print each instance of the form (col. 4, lines 48-56). 

Additionally, referring to fig. 10, each variable page has indicator indicating 
corresponding master page. Thus, Examiner interprets the indicator as an authorization 
code for permitting the access to the master page. 

30. With respect to claim 9, Vidyanand discloses the method of claim 8, further 
comprising: 
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responding to the parameter being set to a second value, indicating that each 
instance of the form is to be printed from new video data (variable data 802), by 
generating new video data to print each instance of the form (col. 4, lines 53-55). 

31 . With respect to claim 10, Vidyanand discloses the method of claim 8, further 
comprising: responding to the parameter being set to a second value, indicating each 
instance of the form is to be printed from new video data (master data 803), by 
converting the named sequence into display list data and then using the display list data 
to print each instance of the form (col. 4, lines 48-56). 

32. With respect to claim 1 1 , Vidyanand discloses the method of claim 8, wherein 
the plurality of commands are received from a source externally connected to the printer 
(col. 4, lines 41-42 & fig. 6). 

33. With respect to claim 12, Vidyanand discloses the method of claim 10, wherein 
the plurality of commands are received from a source externally connected to the printer 
(col. 4, lines 41-42 & fig. 6). 

34. With respect to claim 13, Vidyanand discloses the method of claim 12, wherein 
step disclosed in claim 9 comprises the following step: 

flagging the display list data as a candidate for caching (page buffer 804 in fig. 8). 

It is apparent that the ripped master data is stored to be cached and combined 
with variable data when there is variable data associated with the master data (col. 4, 
lines 48-56). 

35. With respect to claim 14, Vidyanand discloses a computer comprising: 
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means for generating a plurality of commands describing a document, the 
commands including a named sequence describing a form and at least one command 
including indicating permission is granted to convert the named sequence once into 
video data and to then print each instance of the form from the same video data (master 
data 803 in col. 5, lines 48-56); 

means for transmitting the plurality of commands to a printer (col. 4, lines 41-42 
& fig. 6). 

Additionally, referring to fig. 10, each variable page has indicator indicating 
corresponding master page. Thus, Examiner interprets the indicator as an authorization 
code for permitting the access to the master page. 

36. With respect to claim 15, Vidyanand discloses the computer of claim 14, further 
comprising: 

means for generating a second plurality of commands describing a second 
document, the commands including a second named sequence describing a form and 
at least one command indicating new video data (variable data 802) is to be generated 
to print each instance of the form (col. 4, lines 41-41 & 53-55). 

37. With respect to claim 16, Vidyanand discloses the computer of claim 15, further 
comprising: 

means for generating a third plurality of commands describing a third document, 
the commands including both a third named sequence describing a form and at least 
one command indicating the form is fixed form (watermark, background, or business 
form in col. 4, lines 7-9). 
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38. With respect to claim 17, Vidyanand discloses the computer of claim 16, further 
comprising: 

means for generating a fourth plurality of commands describing a fourth 
document, the commands including a fourth named sequence describing a form and at 
least one command indicating the form represents a background image (col. 4, lines 7-9 
& col. 5, lines 5-7). 

39. With respect to claim 18, Vidyanand discloses the computer of claim 14, wherein 
the printer is responsive to the plurality of commands by printing the document (col. 4, 
lines 41-42 & fig. 6). 

40. With respect to claim 19, Vidyanand discloses the computer of claim 14, wherein 
the printer is connected to the computer over a network (col. 4, lines 41-42 & fig. 6). 

41 . With respect to claim 20, Vidyanand discloses the computer of claim 14, wherein 
the plurality of commands form a print job (col. 6, lines 49-57). 

42. With respect to claim 21 , Vidyanand discloses the printer of claim 1 , further 
comprising: 

second means for responding to the indicator indicating each instance of the 
form is to be printed from new video data (variable data 802 & col. 4, lines 53-55) or for 
responding to the indicator indicating that the form is a fixed form (watermark, 
background, or business form), by processing and printing the named sequence 
according to a second printing algorithm (col. 4, lines 7-13). 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5-7 and 1 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Gauthier. 

43. With respect to claims 5 and 6, Gauthier discloses all the limitations disclosed in 
claim 1 , but Gauthier does not explicitly disclose if the plurality of commands and the 
indicator are received from a computer externally connected to the I/O port. 

However, Gauthier teaches that the PDL files can be PostScript create by an 
application program such as a wordprocessor, illustrator, or CAD system which further 
implies that a computer can create the PDL files (col. 5, lines 24-27). Furthermore, 
Examiner takes Official Notice that receiving plurality of commands and other print data 
from a computer externally connected to the I/O port is well known in printer technology. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to Gauthier those presented for claim 5, are applicable. 

44. With respect to claim 1 1 , arguments analogous to those presented for claim 5, 
are applicable. 

45. With respect to claim 12, arguments analogous to those presented for claim 5, 
are applicable. 
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46. With respect to claim 13, the reference discloses step of flagging the display list 
data as a candidate for caching (col. 5, lines 46-48). 

47. With respect to claim 14, as noted in claim 1 , Gauthier discloses a printer (high- 
speed printing system in fig. 1), comprising: 

an I/O port capable of receiving a plurality of commands describing a document 
(job ticket 12 in conjunction with PDL files 14 and 15), the commands including both a 
named sequence describing a form (PDL files) and at least one command indicating 
permission is granted (commands sent from operator control system 20 of col. 5, lines 
14-16) to convert the named sequence once into video data and then print each 
instance of the form from the video data. 

Note that Gauthier calls raster image (converted video data) as graphic attributes 
(col. 1 , lines 57). Furthermore, these bitmap will be printed on a hard copy or copies of 
documents (col. 1, lines 26-31). 

The reference, however, does not explicitly disclose where the data is generated. 
Although a computer is not disclosed for generating a print data, the reference teaches 
that the PDL files can be PostScript create by an application program such as a 
word processor, illustrator, or CAD system (col. 5, lines 24-27). 

Examiner takes Official Notice that creating and transmitting plurality of 
commands and other print data from a computer externally connected to the I/O port or 
network is well known in printer technology. 
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Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to the Gauthier printer to receive the commands 
generated by a computer externally connected to the I/O ports. 

The suggestion/motivation for doing so would have been to implement the 
Gauthier printer in the network system for a broad printing communication. 

48. With respect to claim 15, arguments analogous to those presented for claims 8 
and 14, are applicable. 

49. With respect to claim 16, arguments analogous to those presented for claims 9 
and 14, are applicable. 

50. With respect to claim 17, arguments analogous to those presented for claims 10 
and 14, are applicable. 

51 . With respect to claim 18, the Gauthier et al. reference discloses that the printer is 
responsive to the plurality of commands by printing the document (col. 10, lines 10-42). 

52. With respect to claim 19, arguments analogous to those presented for claim 14, 
are applicable. 

53. With respect to claim 20, Gauthier discloses that the plurality of commands form 
a print job (col. 10, lines 10-42). 

Claims 22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Vidyanand in view of Gauthier. 

54. With respect to claim 22, Vidyanand discloses a printer comprising: 

an input/output port for receiving print commands (print job 602 in fig. 6); 
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a control unit operatively connected to the input/output port; 

a print engine operatively connected to the control unit; and 

the control unit configured to respond to print commands that include a named 
sequence describing a form and an indicator by (1) if the indicator indicates permission 
is granted to print each instance of the form from the same video data (master data 
803), processing the named sequence according to a first printing algorithm (col. 4, 
lines 48-56), (2) if the indicator indicates each instance of the form is to be printed from 
new video data (variable data 802), processing the named sequence according to a 
second printing algorithm (col. 4, lines 53-55), (3) if the indicator indicates the form is a 
fixed form (watermark, background, or business form), processing the named sequence 
according to the second algorithm (col. 4, lines 7-13), or (4) if the indicator indicates the 
form is a background image, processing the named sequence according to a third 
algorithm (col. 4, lines 7-9 & col. 5, lines 5-7). 

Note that the term "fixed" can be interpreted in many different ways. Since 
watermark, background, and business form are "fixed" in the image as to other variable 
data, the Office believes that Vidyanand teaches this particular limitation. Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. 
Cir. 1993). 

Additionally, referring to fig. 10, each variable page has indicator indicating 
corresponding master page. Thus, Examiner interprets the indicator as an authorization 
code for permitting the access to the master page. 
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Vidyanand, however, does not discloses expressly that the print commands are 
PDL print commands. 

Gauthier discloses a printing system that interprets PDL print commands. 

Vidyanand and Gauthier are analogous art because they are from the same field 
of endeavor that is the printing art. 

Since PDL print commands are widely used in the printing art, at the time of the 
invention, it would have been obvious to a person of ordinary skill in the art to 
incorporate PDL print commands of Gauthier into the printer of Vidyanand. 

The suggestion/motivation for doing so would have been to generate the 
master/variable data by using PDL commands for the printer. 

Therefore, it would have been obvious to combine Vidyanand and Gauthier to 
obtain the invention as specified in claim 22. 

55. With respect to claim 23, arguments analogous to those presented for claim 22, 
are applicable. 

56. With respect to claim 24, arguments analogous to those presented for claim 22, 
are applicable. Additionally, refer to paragraphs 21-24 of current Office action for the 
four different processing scenarios. 

57. With respect to claim 25, arguments analogous to those presented for claim 22, 
are applicable. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S PARK whose telephone number is (703) 305- 
2448. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (703) 305-4712. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Chan S. Park 
Examiner 
Art Unit 2622 
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July 9, 2004 
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